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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MAILING DATE OF THIS COMMUNICATION. 

" Und6r ^ ° f 37 CFR 11 36 «■ '» ~ ~* h ™< -V a rep* be f ited aft9r S ,X (6, MONTHS from the 

- * NO pe e rtd t root Ts^lfT " T ^ ^ 8 ^ mi ™ ° f thirt V ' 30 * ** be considered t™iv. 

Status 

1 ) lx! Responsive to communication(s) filed on Mar 5, 2003 



2a) □ This action is FINAL. 2b) K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) 53 Claim(s) 112-117 . . . u 

* ■ ■ . fs/are pending in the application. 



4a) Of the above, claim (s) 
5)D Claim(s) 



6) K Claim(s) 112-117 

7) D Claim(s) 

8) D Claims 



is/are withdrawn from consideratio 

is/are allowed. 

is/are rejected. 

is/are objected to. 



Application Papers 

9)D The specification is objected to by the Examiner. 
1 0)D The drawing(s) filed on 



are subject to restriction and/or election requirement 



. is/are aO accepted or tffl objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: ® approved m disapproved by the Exgmjne | 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No, 



3. □ Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 1 7.2(a)) wauonai btage 

*See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e). 
a)D The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § § 1 20 and/or 121. 

Attachment(s) / 

1 ) Q(l Notice of References Cited (PTO-892) , A1 f~l • ♦ (PW 

w ' i 4 * U Interview Summary (PTO-413) Paper No(s). 



2) ^| Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449) Paper No(s). 
U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



5) Q Notice of Informal Patent Application (PTO-152} 

6) □ Other: 
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Part of Paper No. 19 
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DETAILED ACTION 



Status of the Claims 



1 . Claims 1 1 2- 1 1 7 are pending. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

3. Claims 1 12, 1 16 (and claims 1 12-1 17 which dependent from claim 1 12) are rejected 
under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention. 

4. Claim 1 12 recites in the preamble a method of modifying or detecting. The claim recites 
a cleavage step, which is the method of modifying. However, there is no detection step. As such 
the claim is vague and indefinite. Addition of a step for detecting the cleaved portion of the 
polynucleotide would cure this defect. 

5 . Claim 1 1 6 recites the limitation "said oligonucleotide hybridization sites" in lines 1 -2. 
There is insufficient antecedent basis for this limitation in the claim. 



Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application being 
examined was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 
U.S.C. 122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 1 02(e)). 

7. Claims 1 12-117 rejected under 35 U.S.C. 102(e) as being anticipated by US 5,210,015 
(Gelfand et al.). 

Gelfand et al. teach at the abstract and column 2, a method of modifying or detecting a 
polynucleotide by providing a target nucleic acid (this corresponds to the instant claimed 
polynucleotide) which hybridizes to a first oligonucleotide (this corresponds to the instant 
claimed first oligonucleotide). The 3' portion of the first oligonucleotide hybridizes to the 5' 
portion of the target nucleic acid. A 5' nuclease cleaves the unhybridized 5' portion of the target 
nucleic acid. The 3' portion of the target nucleic acid hybridizes to the first oligonucleotide. The 
5' portion of the target nucleic acid hybridizes to a labelled oligonucleotide (this corresponds to 
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virus 



*. second o.igo„ucleo,ide rfin— claim , ,3). The target nucleic acid may be from a ■ 
(see Gelfand e, a,, a, column 7, las, paragraph) as recited in Cain, , 15 . ^ hybridan ^ 
- congous, and ,he iabeUed oligonucleotide has a ,abe, (see coin™ 2 , , ines 27 . 39) . recited 

in c l a, msll6 a„dn,rhec 1 eaved te a r ede tet ed byt he preS e„ceo fft e 1 a b eU sr cci t ed 



in claim 114. 



Conclusion 



»y *-SZS^%^^^«%~ " - — ,„ Art Unit .636 
such papers must conform w«h SSStSS^ " 4 3 ° 5 - 30R 1,16 fci »8 »' 

(November 16, .993) and 1 !57 M 9?Semte2 "! ' 156 00 61 

applicant does submit a paper by FAX theoriirta!) 2 - i, 1 ' 6 ' d ^' N0TE: If 

applicant's representative and fte FAX ™ ° FT Py Sh ° Uld be re,ained b y the Wlicam or 

papers in the Office. SUBMITTED, so as to avoid the processing of duplicate 
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